United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/531.050 



04/12/2005 



35301 7590 11/24/2010 

MCCORMICK, PAULDING & HUBER LLP 

CITY PLACE II 

185 ASYLUM STREET 

HARTFORD, CT 06103 



6495-0097WOUS 



FORD, JOHN K 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Application Number: 10/531,056 
Filing Date: April 12, 2005 
Appellant(s): THYBO ET AL. 



Marina F. Cunningham 
For Appellant 



EXAMINER'S ANSWER 



This is in response to the appeal brief filed July 9, 2010 appealing from the Office 
action mailed August 10, 2009. 
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(1) Real Party in Interest 

The examiner has no comment on the statement, or lack of statement, identifying 
by name the real party in interest in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The following is a list of claims that are rejected and pending in the application: 

Claims 1-8 have been cancelled. 

Claims 9-15 are pending and have been rejected. 

(4) Status of Amendments After Final 

The examiner has one comment on the appellant's statement of the status of 
amendments after final rejection contained in the brief. Appellant did make an after final 
response on 06 October 2009 entitled "RESPONSE TO FINAL OFFICE ACTION." No 
amendments were made to the claims. However, numerous arguments were made as 
to the 35 USC 112, second paragraph, rejection as well as the rejections over the prior 
art. Many of these arguments have been dropped or modified in the Brief filed 09 July 
2010. The examiner responded to the 06 October 2009 arguments by Appellant in an 
advisory action dated 14 October 2009. Appellant also requested a pre-appeal 
conference 09 November 2009 with yet even more arguments in response to the 
examiner's comments in the advisory action dated 14 October 2009. 
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(5) Summary of Claimed Subject Matter 

The examiner has one comment on the summary of claimed subject matter 
contained in the brief and that is that it is insufficient, the examiner respectfully asserts, 
to satisfy 37 CFR 41 .37 ( c ) (1 )(v) in that it does not properly identify the specific 
structure that corresponds to each of the means plus function recitations. See the 35 
USC 112, second paragraph, rejection and the examiner's response to argument below. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The examiner has one comment on the appellant's statement of the grounds of 
rejection to be reviewed on appeal. Appellant misstates a ground of rejection set forth 
in the final office action. The correct statement is that claims 9-12 and 15 are rejected 
under 35 USC 102(b) as anticipated by or, in the alternative, under 35 USC 103(a) as 
obvious over Mcintosh (Canada 2344908). On page 8 of the Brief, Appellant misstates 
both which claims that are so rejected as well as the two statutory bases for rejection. 

Every ground of rejection set forth in the Office action from which the appeal is 
taken (as modified by any advisory actions) is being maintained by the examiner except 
for the grounds of rejection (if any) listed under the subheading "WITHDRAWN 
REJECTIONS." New grounds of rejection (if any) are provided under the subheading 
"NEW GROUNDS OF REJECTION." 

(7) Claims Appendix 

The examiner has no comment on the copy of the appealed claims contained in 
the Appendix to the appellant's brief. 

(8) Evidence Relied Upon 
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The following is a listing of the evidence (e.g., patents, publications, Official 
Notice, and admitted prior art) relied upon in the rejection of claims under appeal. 
2,344,908 Mcintosh (Canada) 01-2002 

4,136,528 Vogeletal. 01-1979 

4,193,781 Vogeletal. 03-1980 

6,089,033 Dube 07-2000 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 



35 USC 112, second paragraph, rejection of claims 9-15. 



Claims 9-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
appellant regards as the invention. 



It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "first estimator." Is this something inside a computer? If so, what is 
it exactly , referencing the appropriate part of the specification? It is also unclear what 
"at least one parameter representative of the temperature conditions of the heat 
exchanger" actually is. Is it the heat exchanger temperature? Can it be something 
else? If so, what is that exactly , again referencing the appropriate part of the 
specification? 
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It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "first intermediate memory means". Is this something inside a 
computer? If so, what is it exactly , referencing the appropriate part of the specification? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "second intermediate memory means". Is this something inside a 
computer? If so, what is it exactly , referencing the appropriate part of the specification? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "second estimator." Is this something inside a computer? If so, 
what is it exactly , referencing the appropriate part of the specification? It is also unclear 
what "a parameter indicative of expected heat exchange between the heat exchanger 
and the second fluid" actually is. Which of the many disclosed calculations in the 
specification corresponds to the structure for "establishing a parameter indicative of 
expected heat exchange between the heat exchanger and the second fluid" and how is 
such a calculation supposed to be a piece of structure appropriate for inclusion in an 
apparatus claim? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "third intermediate memory means". Is this something inside a 
computer? If so, what is it exactly , referencing the appropriate part of the specification? 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "a processor establishing an estimated second fluid outlet 
temperature". Is this something inside a computer? If so, what is it exactly , referencing 
the appropriate part of the specification? Is this a piece of structure or just another 
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calculation performed by the computer? If it is the latter then claim it properly and not 
as an apparently separate piece of structure. 

It is very unclear in claim 9 what disclosed structure in the specification 
corresponds to the "a comparator comparing the estimated second fluid outlet 
temperature, or a parameter established on the basis thereof, with a reference value". 
Is this something inside a computer? If so, what is it exactly , referencing the 
appropriate part of the specification? Is this a piece of structure or just another 
calculation performed by the computer? If it is the latter then claim it properly and not 
as an apparently separate piece of structure. 

It is unclear what the metes and bounds of the limitation "parameter established 
on the basis thereof. If appellant cannot put some boundaries on this limitation, the 
examiner would suggest deleting it from the claim. 

In claims 9 and 10, are each and every one of the "means" recitations intended to 
invoke 112, sixth paragraph, or not? If some are and some not, which ones are which? 
The examiner would strongly suggest using the recognized "means for" language 
followed by function as set forth in the MPEP to properly invoke 35 USC 112, sixth 
paragraph, as appears to be appellant's intent. 

In claim 10, is the "parameter" claimed the same one that is claimed in claim 9? 
If not, what is it precisely? If it is another calculation and not really a piece of structure, 
claim it properly. 
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Appellant's May 14, 2009 response answers none of the aforementioned 
questions nor does the Appeal Brief filed July 9, 201 0. It is very telling that counsel 
could not or would not answer a single one of the above questions even having the 
benefit of being able to consult with the inventive entity. Rather than to answer the 
questions as they were written counsel instead (May 14, 2009 response, page 4) 
advances the notion that 35 USC 112, second paragraph, does not require the 
terminology in a claim to correspond to any particular disclosure in the specification, 
quoting an irrelevant section of MPEP 21 73.02 for this proposition. The examiner 
completely disagrees with counsel. In fact, the requirement is so deeply rooted in the 
law that the PTO has promulgated a Rule, 37 CFR 1 .75(d)(1), to require meaningful 
correspondence between the claims and the disclosure so that the reader using the 
analysis set forth in MPEP 2173.02 can figure out what it is that appellant has disclosed 
that would constitute infringement if made by an alleged infringer. This is especially 
important in construing means plus function recitations (MPEP 2181-2186) as appellant 
is using at many points in the claims. See In re Donaldson . 29 USPQ2d 1845 (Fed. Cir. 
1 994) where the disclosed structure and its equivalents (under 35 USC 1 1 2, sixth 
paragraph) need to be ascertained during examination in order to properly interpret the 
claims. Furthermore, the Board of Appeals requires appellant to identify the disclosed 
structure corresponding to the means plus function recitation. See 37 CFR 41 .37 ( c ) 
(1)(v). To this requirement appellant, in the Summary of the Invention section of the 
Brief, has simply referred the Board to portions of the written specification that contain 
the same ambiguous language that is found in the claims, namely paragraph [0014] of 
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the substitute specification where the original language of claim 1 is reproduced 
verbatim. This doesn't answer any of the examiner's detailed questions nor is it 
sufficient, the examiner respectfully asserts, to satisfy 37 CFR 41 .37 ( c ) (1 )(v). If all 
one had to do to satisfy 35 USC 1 1 2 or 37 CFR 41 .37 ( c ) (1 )(v) was to reproduce 
ambiguous claim language into the specification, this law and rule would essentially 
have no meaning. They would, in effect, be "paper tigers" and clearly they were never 
intended to be that. 

Appellant at the bottom of page 4 of the May 14, 2009 response alleges that 
terms like "first" and "second" can, in isolation , be understood (and the examiner 
agrees with that simplistic statement). Unfortunately, that has nothing to do with the 
reality confronting counsel. These terms in claim 9 are not used in isolation but rather in 
complex relationships with each other and with statements of function including "means" 
recitations that are not explained in paragraphs 6-14 and 36-66 of the specification, 
counsel's remarks to the contrary notwithstanding. Since appellant and/or counsel 
appear to be unfamiliar with this area of the law the examiner would suggest reading In 
re Donaldson . 29 USPQ2d 1845 (Fed. Cir. 1994) and Biomedino v. Waters 83 USPQ2d 
1118 (Fed. Cir. 2007), both of which are incorporated by reference here. MPEP 2181- 
21 86 may also be helpful. See, as well, Ex parte Rodriguez . 92 USPQ2d 1 395 (Bd. 
Pat. App. & Int. 2009). 
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Finally, the examiner incorporates by reference here his comments set forth 
below under the heading: "(10) Response to Argument, 35 USC 112, second paragraph 
(Brief pages 9-11)" to be read as an integral part of this rejection. 

35 USC 102(b)/103 rejection of claims 9-12 and 15. 

Claims 9-1 2 and 1 5 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Mcintosh (Canada 2344908). 

The rejection is formulated under both 35 USC 102 and 103 because of the 
multiplicity of vagaries noted above and in view of the fact that counsel in the May 14, 
2009 could not (or would not) answer a single one of the examiner's detailed questions 
set forth in the 35 USC 112, second paragraph, rejection set forth above. Mcintosh 
establishes numerous estimators estimating parameters representative of temperature 
conditions of a heat exchanger (see Figure 27), which heat exchanger is a condenser of 
a vapor compression refrigeration system (see Figure 13). The Mcintosh computer (see 
page 6, line 6 through page 7, line 6) which performs the calculations detailed 
throughout the disclosure of Mcintosh inherently has a multiplicity of "intermediate 
memory means" to store the results (both partial and completed) of the various 
mathematical manipulations of the input data (Table I, page 1 1) such as various parts of 
RAM and various hard drive and cache memories as well as a host of registers internal 
to the computer of Mcintosh. Unlike Mcintosh however, appellant doesn't even disclose 
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what type of structure processes the formulas detailed in the disclosure (e.g. analog 
computer, digital computer, non-computer circuitry). The most relevant Figures in 
Mcintosh for the calculations involving predicting condenser performance are Figures 4 
and 10. The second fluid inlet temperature "T_cws" is clearly disclosed. The expected 
heat exchange between the second fluid and the condenser is calculated (Figures 4 and 
10) and obviously stored by the computer of Mcintosh so that the comparisons 
discussed in relation to Figure 27 (see the four columns located under the word 
"condenser" in Figure 27) can be performed. The computed and stored values of 
"CWTD" (difference between the condenser supply water temperature and return water 
temperature) between the present value and the previously stored values when the 
apparatus was operated "fault-free" (see Abstract of Mcintosh) are used to determine 
both the fouling of the heat exchanger and the sufficiency of flow of the second fluid 
(Figure 27, see, specifically, rows labeled "Condenser water Flow change" and 
"Condenser tube Fouling"). 

Counsel's response to this rejection is very telling. It is submitted that appellant's 
claim 9, because of the disconnect and confusion between what is claimed and 
appellant's own disclosure, has apparently led counsel to incorrectly conclude (contrary 
to the examiner's explanation above) that the examiner is relying on the measured 
"chilled water supply temperature" (which is a temperature associated with the 
evaporator as shown at the bottom of Figure 13 in CA '908). By contrast, the 
temperatures the examiner is explaining to appellant above are associated with the 
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condenser (as shown at the top of Figure 13 in CA '908). Counsel's argument fails 
because it doesn't deal with the rejection as it was written which is understandable 
given the confusing disjointedness between appellant's claims (particularly claim 9) and 
appellant's disclosure. The examiner has, in the above (unchanged) explanation, relied 
on the temperatures associated with the condenser . Notwithstanding that, even if 
counsel were to come back with some amended traversal of the rejection along the 
same lines properly referencing the condenser, all measured temperatures (including 
T_cws and T_cwr) are in fact estimates as recognized by those of ordinary skill in the 
art (due to uncertainties in measurements caused by power supply variance, hysteresis, 
precision and bias errors and general instability) as explicitly set forth on page 26, lines 
7-15 of CA '908, incorporated here by reference. This is similar to what appellant 
appears to be disclosing in paragraph 0059 of the specification although the examiner is 
reluctant to speculate about appellant's, less than clear, disclosure. The examiner will 
however not attempt to make any more speculative explanations of the prior art until 
such time as counsel has properly addressed the detailed questions set forth in the 35 
USC 112, second paragraph, rejection above. It is axiomatic that the no one can 
explain precisely how a reference anticipates or renders obvious a claim that they do 
not yet fully understand and counsel's May 14, 2009 response was completely unhelpful 
in addressing the issues raised under 35 USC 112, second paragraph. 



35 USC 103(a) rejection of claims 13 and 14. 
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Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mcintosh as applied to claim 9 above, and further in view of any one of Vogel (USP 
4,136,528) or Vogel (4,193,781) or Dube (USP 6,089,033). 

Each of these references discloses a refrigerated display cabinet refrigeration 
system with a roof mounted outdoor air-cooled condenser. To have used the 
refrigeration monitoring and fault detection system of Mcintosh (particularly the 
condenser monitoring/fault system discussed exhaustively in the above rejection) to 
have monitored and displayed faults in at least the condensers of the refrigeration 
systems of any one of Vogel (USP 4,136,528) or Vogel (4,193,781) or Dube (USP 
6,089,033) would have been obvious to avoid the economic loss to the supermarket if 
their dairy, meat and/or frozen food cabinets failed to cool because of a fault in the roof 
mounted condenser or other refrigeration system component. 

(10) Response to Argument 

35 USC 112, second paragraph (Brief pages 9-11) 

Appellants state that they have not used means-plus-function claim recitations 
and therefore are exempt from explaining these ambiguities to the examiner and the 
Board. This is a somewhat unorthodox approach. It is submitted that if the 35 USC 
112, second paragraph, problems that the examiner has identified did not exist, there 
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would have been no need for appellant to take a position that nothing needs to be 
explained to the examiner or the Board (i.e. appellant would have simply explained 
where the detailed disclosure is found in the specification that corresponds to each of 
the examiner's questions set forth above about each of the means-plus-function claim 
recitations instead of arguing an exemption from a requirement to explain). 

The examiner disagrees with appellant's statement above. First, claims 9-15 
have many means-plus-function recitations in them. For example, in claim 9 there is a 
"first intermediate memory means storing the at least one parameter representative of 
the temperature conditions of the heat exchanger" (emphasis supplied). In claim 9, 
there is a "second intermediate memory means storing the second fluid inlet 
temperature" (emphasis supplied). In claim 9 there is a "third intermediate memory 
means storing the parameter indicative of expected heat exchange" (emphasis 
supplied). In claim 10, there is a "memory means for storing at least one parameter 
from the processor" (emphasis supplied). It is submitted that appellants are simply 
wrong as a matter of fact as to these particular recitations. See Biomedino v. Waters 83 
USPQ2d 1118 (Fed. Cir. 2007) which stands for the proposition that the use of the word 
"means" in a claim raises a presumption of 35 USC 112, sixth paragraph and the claim 
does not rebut this presumption by reciting sufficient structure to perform the claimed 
function in its entirety. In the above "memory means" recitations there is virtually no 
structure to rebut the presumption. This same rule of claim construction with respect to 
means plus function claims is found in Ex parte Rodriguez , 92 USPQ2d 1395 (Bd. Pat. 
App. & Int. 2009). 
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Second, as to the other recitations in claim 9 that appear to recite some structure 

with an associated function (e.g. a first estimator estimating , a second estimator 

establishing , a processor establishing , a comparator comparing etc) 

the examiner's considered opinion is that these apparent structural components are 
really no more than means plus function recitations masquerading as "structure plus 
function" recitations. For example, the "first estimator estimating at least one 
parameter" could be rewritten as "first means estimating at least one parameter" with no 
change in the meaning of the recitation. The examiner's position on these means plus 
function recitations masquerading as "structure plus function" recitations is clearly 
supported by Ex parte Rodriguez , 92 USPQ2d 1395 (Bd. Pat. App. & Int. 2009) where 
the presumption of not invoking 35 USC 112, sixth paragraph, because the word 
"means" is not explicitly used (counsel's position here), is overcome by a showing that 

the words "estimator ", "processor " and "comparator " are no more than 

"nonce" words or verbal constructs that are not recognized as the name of structure and 
is simply a substitute for the term "means for." It is submitted that appellant here has 
used no more than a "nonce" word or verbal construct as a substitute for what should be 
construed as a means plus function recitation. It is therefore submitted that Appellant 
has made a semantic change that does not obviate what is really a means-plus-function 
recitation. See, as well, Ex parte Stanley . 121 USPQ 621 (Bd. Pat. App. & Int. 1958) 
where exactly this same kind of structure plus function recitation was construed as a 
means plus function recitation. 
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Third, even if these structure plus function statements were, for the sake of 
argument, to be viewed as outside of a means-plus-function recitation, the examiner 
and the Board and the interested public (assuming this application were patented) are 
still entitled to know what disclosed structure corresponds to the structure being claimed 

regardless of the wordsmith (e.g. a first estimator estimating , a second estimator 

establishing , a processor establishing , a comparator comparing etc). 

Appellants are not helping their cause by refusing to answer these simple questions set 
forth in the statement of the 35 USC 112, second paragraph, rejection above. 

At the top of page 1 0 of the Brief, appellant's state that 37 CFR 1 .75(d) (1 ) is met 
because the Summary section of the specification reproduces the same ambiguous 
language that is found in the claims (and has now been reproduced in the Summary of 
the Invention section of the Brief). That argument is unconvincing because it is very 
easy to copy and paste an ambiguous claim limitation into the specification and into an 
Appeal Brief. That act does not change the underlying problem. The intent of 37 CFR 
1 .75(d) (1) is to relate what is claimed to what is disclosed in the detailed description of 
the invention so that the reader using the analysis set forth in MPEP 2173.02 can figure 
out what it is that appellant has disclosed that would constitute infringement if made by 
an alleged infringer. This is especially important in construing undeniable means plus 
function recitations (MPEP 2181-2186) as appellant is using at many points in the 
claims. See In re Donaldson . 29 USPQ2d 1 845 (Fed. Cir. 1 994) where the disclosed 
structure and its equivalents (under 35 USC 112, sixth paragraph) need to be 
ascertained during examination in order to properly interpret the claims as well as in 
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structure plus function recitations such as discussed in Ex parte Stanley , 121 USPQ 
621 (Bd. Pat. App. & Int. 1958) where exactly this same kind of structure plus function 
recitation was construed as a means plus function recitation. See, as well, Ex parte 
Rodriguez , 92 USPQ2d 1395 (Bd. Pat. App. & Int. 2009). 

Finally on page 1 0 of the Brief, beginning at line 6, appellants argue broadly that 
a "computer processor or system" (Brief, page 6, line 13) could be used (emphasis 
supplied), then they argue that the "first estimator" and the "second processor" are a 
computer processor configured by software or an equivalent thereof (emphasis 
supplied). The only section of the specification that counsel can point to involving a 
"processor" (other than summary sections of the specification that simply repeat the 
ambiguous claim language) is found on page 14, lines 3-8 of the specification and it 
states: "Instead of the log p, h-diagram [i.e. what is shown in appellant's Figure 5], it is 
naturally possible to use values from a chart or table which simplifies calculation with 
the aid of a processor." Even if we suppose that the "processor" used as an alternative 
to Figure 5 to generate the log p, h diagram is the same one that appellant uses, we still 
do not know what structure corresponds to the two estimators, three intermediate 
memory means, processor or comparator of claim 9 . Counsel presupposes that the 
"processor" mentioned in the specification on page 14, lines 3-8 is a computer 
processor more specifically one that uses "software." Nowhere in the four corners of 
the original disclosure is there any disclosure of a computer processor configured by 
software. This is a fiction of counsel's manufacture. Even if it were true, however, the 
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specification is devoid of any disclosure of what structure corresponds to the two 
estimators, three intermediate memory means, processor or comparator of claim 9 

The "processor" in claim 9 is according to the Brief "a general purpose 
[computer?] processor or equivalent circuitry configured by software [maybe it is not 
a computer?] for estimation of a second fluid outlet temperature, or an equivalent 
thereof (emphasis supplied). Counsel goes on to invent more disclosure to support the 
"comparator", the "memory means" ("any conventional or later developed device 
suitable for timely storing and retrieving information used by a computer processor") etc. 

Unfortunately, none of this information is found in the original disclosure either 
implicitly or explicitly. The whole reason that the examiner set up the 35 USC 112, 
second paragraph, rejection set forth above; in, point by point, question and answer 
format was to avoid this kind of supplemental disclosure that simply does not exist in the 
original disclosure. The rejection under 35 USC 112, second paragraph, is maintained 
to be proper because in it so similar to the situation found in Biomedino where the 
appellant there disclosed no structure corresponding to "control means for automatically 
operating said valves." Relevant to appellants' argument here, the court in Biomedino 
clearly held that the relevant inquiry is not simply whether one of ordinary skill in the art 
would be capable of implementing structure, but rather the proper inquiry is whether a 
person of skill in the art would understand the specification itself to disclose structure. 
Here it does not. 

Appellant alleges on page 10 of the Brief that page 14, lines 3-8 , page 3, lines 
31-34, page 6, lines 3-8 and page 11, lines 21-22 support the invention as claimed in 
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claim 1 . Those sections most certainly do not. Page 14, lines 3-8 relates to a using a 
chart or table of a "log p, h-diagram" (whatever that is) to simplify calculation with the aid 
of a "processor". Nowhere in that section of the specification is it disclosed what 
structure corresponds to the two estimators, three intermediate memory means, 
processor or comparator of claim 9. 

The same is true of page 6, lines 3-8, page 3, lines 31 -34 and page 1 1 , lines 21 - 
22. These sections of the specification simply repeat the functional subject matter of 
claim 9 without ever disclosing any structure that performs these functions. Nowhere in 
these sections of the specification is it disclosed what structure corresponds to the two 
estimators, three intermediate memory means, processor or comparator of claim 9. 

When all else has failed, appellant on page 10, line 10-page 11, line 16 of the 
Brief simply assumes that one of ordinary skill in computer programming would 
recognize the terms "direct calculation", "processor", "equations of state" and "a chart or 
table" immediately conjures up a "computer processor or system configured to 
accomplish particular computations." All appellant has done is to assume that the 
original disclosure discloses or teaches that the various functions claimed in claim 9 are 
implemented using a computer program (when the original disclosure is silent on the 
matter). In other words, appellant has assumed the answer that appellant is required to 
prove exists in original disclosure and clearly it does not. Notwithstanding appellant's 
assertions of a conjured up "computer processor or system configured to accomplish 
particular computations", nowhere in the specification is it disclosed what structure 
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corresponds to the two estimators, three intermediate memory means, processor or 
comparator of claim 9. 

Relevant to appellants' argument here, the court in Biomedino clearly held that 
the relevant inquiry is not simply whether one of ordinary skill in the art would be 
capable of implementing structure, but rather the proper inquiry is whether a person of 
skill in the art would understand the specification itself to disclose structure . 

For all of the above reasons the Board is urged to affirm the examiner's rejection 
of claims 9-1 5 on the grounds of indefiniteness. 

35 USC 102(b)/103 rejection of claims 9-12 and 15 (Brief pages 11-15) 

In a nutshell, appellant states the claim interpretation problem that exists 
between the examiner and appellant very succinctly on page 13, lines 16-21 of the 
Brief: "While those of ordinary skill clearly understand that no measurement can ever 
be more than an approximation [i.e. an estimate according to this examiner] of some 
"true" value ( see Mcintosh, p26-27), a distinction between "measuring" by sensors and 
"estimating" by equations remains well understood in the art and also is clearly defined 
in Appellants' specification and claims " (emphasis in the original). The examiner 
maintains that Appellants' claims lack the very limitation that counsel relies on in above 
quote, namely "estimating by equations". Nowhere in any of the claims does it state 
that the estimating step must be done by equations and the examiner is required by 
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case law to give claims their broadest reasonable interpretation. The word "estimating" 
without the qualifier "by equations" is met by the measurement made by the imperfect 
sensor that Appellant has already admitted is an "approximation" of some "true" value. 
If something is an approximation of its "true" value, how can it be anything but an 
estimate of that "true" value? On page 27, Mcintosh even uses the word "estimate" 
three times (page 27, line 3, 4 and 6) to discuss the problems associated with using 
imperfect sensor outputs and on page 29, lines 10-13 discusses the uncertainties (i.e. 
the fact that they are estimates of the "true" value) associated with these temperature 
measurements, in particular the condenser water return temperature which is the 
equivalent of applicant's claimed "second fluid outlet temperature." The condenser 
water return temperature has an uncertainty u(T cwr ) as disclosed on page 29, line 10 of 
Mcintosh and hence it is an estimate of the "true" value notwithstanding appellant's 
remarks that the language of the claim must be narrowed by the specification. Case 
law requires the examiner to read claims in light of the specification, without reading 
limitations from the specification into the claim. 

Regarding the 35 USC 103(a) rejection based on any one of Vogel '528, Vogel 
'781 and Dube, appellant makes no separate argument beyond the aforementioned 
purported deficiency in Mcintosh. Accordingly, if the Board reaches the rejections 
based on prior art and finds them sound with respect to Mcintosh, then the Board is 
respectfully requested to affirm the rejection based on any one of Vogel '528, Vogel 
'781 and Dube. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
/John K. Ford/ 

Primary Examiner, Art Unit 3744 

Conferees: 
/Cheryl J. Tyler/ 

Supervisory Patent Examiner, Art Unit 3744 



/Greg Vidovich/ 
TQAS TC 3700 



